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- f/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 14 December 2006 . 
2a)El This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) ■ is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. ' 

6) H Claim(s) 1-18 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
aM All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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6) □ Other: . 
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DETAILED ACTION 
Claim Rejections - 35 USC §103 

1 . . The following is a quotation.of 35JJ.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-18 are rejected under '35'U.S.C. 103(a) as being unpatentable over Kodama et al 
(EP 1179750). 

Kodama et al disclose a positive photoresist composition comprising a resin, a solvent, 
nitrogen-containing basic compound (page 82), a surfactant (page 85), and t an acid generator 
(pages 7-20). * . _ , 

The resin of the reference appears to meet the instant claim limitations. Specifically, the 
reference clearly teaches monomer meeting the instant claim limitations, and appears to have 
almost identical teachings. For example, (IV) is clearly preferred in [0041], V-l to V-4 in [0049], 

' i rf-e. < . • a f . till -4 i l . t . jl- > * ■ ' - 

and All in [01 14] along with various 1 acrylic and methacrylic monomers. It is also noted that all 
of the monomers are either methacrylic or acrylic and examples of both are widely disclosed. 
Furthermore, the reference presents a number of suggested resins such as resin 36, which meets 
the claim limitations with the exception of the adamantyl group which is substituted with an 
ethyl group in the "I" position wlucti ck>es not meet the limitations of AH. However, in section 
[0114] these monomers are tauglit to be equivalent to those having subtituents in the instantly 
claimed positions. One such monomer is employed in a resin having similar repeat units to that 



r 4 



of 36. In resin 34, a monomer meeting the limitations of All is employed, and it would have been 
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obvious to one of ordinary skill in the art to prepare resin 36 choosing to employ the adamantyl 
group containing monomer of 34 in the place of 36 as they are taught by the reference to be 
equivalent. Furthermore, it r would have been obvious to one of ordinary skill in the art to add a 
lactone moiety which is preferred by thfe reference to any of monomers 6, 7, 13, or 14. With 
respect to theTg requirement, the reference is silent with respect to a preferred Tg for the resin, 
however, given that the resins/ monomers taught by the reference are virtually the same as those 

- ... ■ -a.*: 1 . „ . .. .. • 

instantly claimed, it is the position of the examiner absent evidence to the contrary, the resins of 

r„ * " ti- 
the reference meet the limitation. J ^ * . • 

With respect to.the solvent, the reference clearly teaches the use of a mixed solvent in 

sections [0214] and [0215] and tables on pages 109 and 110. Sample #69 employs a mixed 

solvent of cyclohexanoneXcyclic ketone b) arid effaiyi 'lactate (alkyl lactate a), which appears to 

meet the instant claim limitations.' The reference also suggests the use of cyclopentanone, 

gamma-butyrolactbneVmel^ * : ' 1 

^ ^ Response to Arguments 

3. v * u Applicant's" afjgiunents filed 12/1 5/2006 have been fully considered but they are not" 

persuasive. 1 Applicant has ^^^ijmTrepSacing the adamantyl-containihg monomer of polymer 

36 with that of polymer 34 of tiie'Ko<lama reference would cause the polymer to lost its acid 

■ t 

decomjpositioh function. The examiner respectfully disagrees. Both monomers are (meth)acrylic 
monomers taught to 1 be equivalent in the^specificatioii of the reference as stated above, and 
adding almost an identical monqm^ should not cause the polymer to lose its 

acid decomposition'flmction^Furthfefmore, the polymers 6, 7, 13, 14, are cited for their lactone 
monomers, and their teaching to employ them in similar resins, for example add them to polymer 



• ' ' > ' * / ,7 * r. - ^ r - • " • 
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36.When this was done, the polymer would still comprise two acrylate monomers and meet the 

v * • •' • ••. - 

limitations of the instant claims.i, 7-r . * . '. . 

r • , ' : **»f^ - - . 

The rejection over the Satd reference and the double patenting rejections have been withdrawn in 
light of applicant ' s arguments and filing of a TD. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 

■ ; ' •* ' .. • ".. 

policy as set forth in 37 CFR 1.136(a). . : V 

• j >.,,, : ^.A:;!^^:^ i^.3L-\ : :.. ? :v_ 7/ . 7.-7 . 7^.>77\ 

A shortened statutory period for reply to this final action is set to expire THREE 

MONTHS from the mailing date o f this action, hi the event a first reply is filed within TWO 

MONTHS of the mailing date of this final action and the advisory action is not mailed until after 

t " " . ' m "7 ': * 

the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 

■ : *7 \ - * '■•* , ; ' " . , 7 . 7 ■ 

will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 7 
CFR 1.136(a) Will.be calcuiiate<i from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 4 * ^ » ... u • 

f : 4I - ; A 7^;.. r . t :-; !.?•'* N ^'"-^vv;' ^ ^VVv' . ^-.v » ■. ; ,\*.\. . : - \ 
' Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to' Amanda C. Walke whose telephone number is 571-272-1337. 

The examiner tan normally be reached 1 on-M-R 5:30-4. ......... i 

v J 1 If attempts to reach the Examiner by telephone are unsuccessful, the examiner's 

supfemsorj'C^^ ireacheS'oh 571-272-1526. k The fax phone number for the 

• *. " .7 - "- T i/^.^, • 

organization where this application or proceeding is assigned is 571-273-8300. 

^ * .... ^.'^ ;. ; .7 J..*. 4*7. . *! . .1 ..• . « ...... * 

V-:-.;-' ■ '.w;-.'*^ ^tU'tjii*; }>or'^f : . ^;" % v ,■ ^ ». I. ' i .V77-: J - .' . 
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Information regarding the status of an application may be obtained from the Patent 

* - \ • -" ■ •■ • 

Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from^either Privat^^AIg. or Public PAIR. Status information for unpublished 



applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov! Should you have questions on access to the Private PAIR 
system, contact the- Electroniq Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 



information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

. , -7 : .. ■ \ Amanda CWalke 

. ' ^ Primary Examiner . 

. T..'. ^ •V-;. V- y > ArtUnit.1752 , 

ACW ^ * * 
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